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Art Unit: 1638 

DETAILED ACTION 

1 . The text of those sections of Title 35, U.S. Code not included in this action 
can be found in a prior Office action. Applicant's cancellation of claims 33-40, filed 
November 18, 2008, has been received and entered in full. 

2. Claims 1-32 are under examination. 

Response to Arguments 

3. Applicant's arguments, see pages 8-1 1 of 'Remarks' filed November 18, 
2008, regarding the 35 USC 112, first paragraph rejection for written description on 
pages 3-7 of the Office Action mailed August 18, 2008 have been fully considered and 
found persuasive. The rejection has been withdrawn. 

4. Applicant's arguments, see pages 12-13 of 'Remarks' filed November 18, 
2008, regarding the 35 USC 112, first paragraph rejection for enablement on pages 7-8 
of the Office Action mailed August 18, 2008 have been fully considered and found 
persuasive. The rejection has been withdrawn. 

Claim Rejections - 35 USC § 112, second paragraph 

5. Claims 1 and 15 remain rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. The rejection is maintained for the 
reasons of record as set forth on pages 2-3 of the Office Action mailed August 18, 2008. 
Applicant's arguments, filed November 18, 2008, have been fully considered but are not 
persuasive. 
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Applicant argues that the claims are definite as they currently stand because the 
limitations relating to protein content, oil content and protein plus oil content are linked 
by "and" and "65%" is between 64-70%, thus one of ordinary skill in the art would be 
apprised to the scope of the claim (see page 8, 3 rd paragraph of 'Remarks' filed 
November 18, 2008). 

This is not persuasive. The claims recite a mean whole seed total protein content 
of between 45% and 50%, a mean whole seed total oil content of at least 20% and a 
mean whole seed total protein plus oil content of between 64% and 70%. These 
numbers do not add up correctly because the addition of the claimed mean whole seed 
total protein content and the mean whole seed total oil content would equal to a mean 
whole seed total protein plus oil content of between 65% and 70%. Thus, the claims fail 
to particularly point out and distinctly claim the subject matter which applicant regards 
as the invention. 

Claim Rejections - 35 USC § 103 

6. Claims 1-32 remain rejected under 35 U.S.C. 103(a) as being 
unpatentable over Wilcox (Crop Sci. 38: 900, 1998), in view of Conway (U.S. Patent No. 
6,140,556, October 31 , 2000). The rejection is maintained for the reasons of record as 
set forth on pages 8-13 of the Office Action August 18, 2008. Applicant's arguments, 
filed November 18, 2008, have been fully considered but are not persuasive. 

Applicant argues that the Wilcox reference does not describe C1944 as an 
agronomically elite soybean plant, but simply states that this line may be useful for 
further breeding and one of skill in the art would not recognize that this line is an 
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agronomically elite soybean plant (see page 13, last paragraph to page 14, lines 1-3 of 
'Remarks' filed November 18, 2008). 

This is not persuasive. The specification teaches that C1944 is soybean variety 
SN30003 (see page 43, lines 21-24) and that an agronomically elite soybean plant has 
a yield in excess of 35 bushels per acre (see page 10, line 10). Wilcox teaches that 
soybean line C1944 has a yield of 2999 kg per hectare (see page 900, 1st column); 
therefore, one of skill in the art would recognize that this line is an agronomically elite 
soybean plant. 

Applicant argues that although SN30003 might be used in a cross with a second 
variety that displays 20% seed oil content, a skilled soybean breeder simply would have 
had no expectation of success, i.e. that any resulting progeny line would display the 
claimed characteristics because of the strong negative correlation between seed oil 
content and seed protein content (see page 14, 1st paragraph to page 15, lines 1-2 of 
'Remarks' filed November 18, 2008). 

This is not persuasive. The specification teaches that C1944 is soybean variety 
SN30003 (see page 43, lines 21-24). Wilcox teaches that C1944 is an agronomically 
elite soybean plant having a mean whole seed total protein content of between 44% and 
50%, a mean whole seed total protein plus oil content of between 64% and 70% and a 
commercially significant yield (see page 900, 1 st column) and Conway teaches using a 
soybean cultivar in a cross with another soybean cultivar to produce novel soybean 
cultivars. Thus, one of ordinary skill in the art would have had an expectation of 
success, i.e. that any resulting progeny plant line would simultaneously display the 
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claimed characteristics, such as the claimed simultaneous levels of seed oil content, 
seed protein content and seed oil plus seed protein content because Conway teaches 
"[breeding programs combine desirable traits from two or more cultivars...into breeding 
pools from which cultivars are developed by selfing and selection of desired 
phenotypes...[and] [t]he new cultivars are evaluated to determine which have 
commercial potential" (see column 2, lines 52-56). One of ordinary skill in the art would 
recognize that desirable trait lacking in soybean variety SN30003 could be 
supplemented in any progeny by crossing soybean variety SN30003 with another 
soybean plant that had the desired trait to produce progeny having the claimed 
characteristics. See MPEP 2141(11) (C) where it states, "A person of ordinary skill in the 

art is also a person of ordinary creativity, not an automaton. "KSR, 550 U.S. at , 82 

USPQ2d at 1397. "[I]n many cases a person of ordinary skill will be able to fit the 
teachings of multiple patents together like pieces of a puzzle. "Id. Office personnel may 
also take into account "the inferences and creative steps that a person of ordinary skill 

in the art would employed, at , 82 USPQ2d at 1396". 

Wilcox teach that soybean line C1944 (i.e. soybean variety SN30003) is a high 
protein soybean line that has an oil content of about 18.4% (see page 900, 1st column). 
Therefore, one of ordinary skill in the art would understand that a mean would 
encompass seed that had oil above 18.4% wherein said seed would have at least 20% 
seed oil. 

Applicant argues that the Wilcox reference does not describe characteristics of 
progeny plants and that there would have been no expectation that progeny of such a 
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cross would have displayed the claimed characteristics (see page 15, 1 st paragraph of 
'Remarks' filed November 18, 2008). 

This is not persuasive. Wilcox teaches that soybean line C1944 (i.e., soybean 
variety SN30003) will be useful for increasing seed protein while minimizing reductions 
in seed oil content (see page 900, 1 st column, 1 st paragraph). It is known in the art that 
protein and oil have a negative correlation in soybean (i.e., when one is high the other is 
typically low). However, soybean line C1944 has high protein content as well as good oil 
content. Thus, based on the teachings of Conway, it would have been obvious to one of 
ordinary skill in the art to use soybean line C1944 (i.e. soybean variety SN30003) in a 
cross with another soybean line to produce a soybean line with the claimed 
characteristics of the claimed invention because Conway teaches that soybean varieties 
can be crossed to produce progeny with desired traits. 

Applicant argues that Wilcox in view of Conway is at best an invitation to 
experiment further, but with no expectation of success since neither reference contains 
teachings that would lead one of ordinary skill in the art to expect that the claimed seed 
protein plus seed oil levels were achievable and in addition cites Wilcox and Cavins as 
evidence (see page 15 last paragraph to page 16, lines 1-10 of 'Remarks' filed 
November 18, 2008). 

This is not persuasive. Wilcox teaches that soybean line C1944 (i.e., soybean 
variety SN30003) will be useful for increasing seed protein while minimizing reductions 
in seed oil content (see page 900, 1 st column, 1 st paragraph). Though it is known in the 
art that protein and oil have a negative correlation in soybean, soybean line C1944 has 
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high protein content as well as good oil content. Thus, based on the teachings of 
Conway, it would have been obvious to one of ordinary skill in the art to use soybean 
line C1944 (i.e. soybean variety SN30003) in a cross with another soybean line to 
produce a soybean line with the claimed characteristics of the claimed invention 
because Conway teaches that soybean varieties can be crossed to produce progeny 
with desired traits. 

Claim Rejections - 35 USC § 102/103 

7. Claims 1-12, 14, 15, 29 and 32 remain rejected under 35 U.S.C. 102(b) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over Wilcox 
(Crop Sci. 38: 900, 1998). The rejection is maintained for the reasons of record as set 
forth on pages 13-15 of the Office Action mailed August 18, 2008. It is noted that 
Applicant did not provide any arguments regarding the rejection. 

Conclusion 

8. No claims are allowed. 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
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the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Contact Information 
1 0. Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to KEITH O. ROBINSON whose telephone number is 
(571 )272-291 8. The examiner can normally be reached Monday - Friday, 7:30 a.m. - 
4:30 p.m. EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Keith O. Robinson 
/David H Kruse/ 

Primary Examiner, Art Unit 1638 



